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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Solar Turbines, Inc.

Granted to Date
of previous ex-
tension

05/31/2015

Address 2200 Pacific Highway
San Diego, CA 85376
UNITED STATES

Party who filed
Extension of time
to oppose

Caterpillar Inc.

Relationship to
party who filed
Extension of time
to oppose

Solar Turbines Incorporated is a wholly-owned subsidiary of Caterpillar, Inc., the
party that filed the requests for extension of time to oppose Application No.
79138749 on December 17, 2014 and March 26, 2015. Given this relationship,
the two entities are in privity with one another and Solar Turbines may bring this
opposition.

Attorney informa-
tion

Christopher P. Foley
Finnegan, Henderson, Farabow, Garrett & Dunner LLP
901 New York Avenue, NW
Washington, DC 20001
UNITED STATES
docketing@finnegan.com, ttab-legal-assistants@finnegan.com, christoph-
er.foley@finnegan.com Phone:202-408-4000

Applicant Information

Application No 79138749 Publication date 12/02/2014

Opposition Filing
Date

05/29/2015 Opposition Peri-
od Ends

05/31/2015

International Re-
gistration No.

1182419 International Re-
gistration Date

10/03/2013

Applicant Aktiebolaget SKF

SWEDEN

Goods/Services Affected by Opposition

Class 007. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Bearings as part of machines; machine
parts, namely, bearing housings

Class 009. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Instruments and equipment for detecting,
sensoring, measuring, monitoring and controlling of bearings and housings or any industrial rotating

http://estta.uspto.gov


machinery as wellas computer operating software for the aforesaid goods

Class 042. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Technological consulting and advisory ser-
vices for detecting, sensoring, measuring, monitoring and controlling of bearings and housings or any
industrial rotating machinery as well as prediction of maintenance and life prognoses for bearings and
housings

Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

3221624 Application Date 09/16/2005

Registration Date 03/27/2007 Foreign Priority
Date

NONE

Word Mark INSIGHT SYSTEM

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 2005/03/15 First Use In Commerce: 2005/03/15
Unit and fleet machinery maintenance management system comprised of com-
puter hardware and software for remote monitoring, diagnostics, generating
alerts and troubleshooting of gas turbine driver pumps, compressors and gener-
ator packages
Class 016. First use: First Use: 2005/03/15 First Use In Commerce: 2005/03/15
Operations and maintenance manuals related to gas turbine driver pumps, com-
pressors and generator packages
Class 037. First use: First Use: 2005/03/15 First Use In Commerce: 2005/03/15
Providing information in the nature of predictive maintenance recommendations
for gas turbine driver pumps, compressorsand generator packages; mainten-
ance andtroubleshooting in the nature of repairof gas turbine driven pumps,
compressors and generator packages and associated ancillary equipment
Class 042. First use: First Use: 2005/03/15 First Use In Commerce: 2005/03/15
Providing temporary use of online non-downloadable collaborative software for
creating a virtual technical workspace for remote monitoring, diagnostics, gener-
ating alerts and troubleshooting of unit or fleet gas turbine driver pumps, com-
pressors and generator packages; Remote monitoring services in the nature of
real-time analysis and notification of the condition, operating parameters, of spe-
cifications of gas turbine driver pumps, compressors and generator packages;
providing remote monitoring, diagnostics, and alerts regarding gas turbine driven
pumps, compressors and generator packages and associated ancillary equip-
ment



U.S. Registration
No.

4145542 Application Date 06/23/2011

Registration Date 05/22/2012 Foreign Priority
Date

NONE

Word Mark INSIGHT CONNECT

Design Mark

Description of
Mark

NONE

Goods/Services Class 037. First use: First Use: 2009/03/00 First Use In Commerce: 2009/03/00
Maintenance of gas turbines, gas compressors, internal combustion engines,
power generation equipment, power packages, and associated ancillary equip-
ment
Class 042. First use: First Use: 2009/03/00 First Use In Commerce: 2009/03/00
Providing remote monitoring, diagnostics, alerts, remote management of inform-
ation technology systems of others, and data collection, regarding the operation
and condition of gas turbines, gas compressors, internal combustion engines,
power generation equipment, power packages, and associated ancillary equip-
ment; computer services, namely, remote managementof information technology
computer hardware, software, and system access relating to the operation and
condition of gasturbines, gas compressors, internal combustion engines, power
generation equipment, power packages, and associated ancillary equipment
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85354205#TMSN.png( bytes )
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Christopher P. Foley/

Name Christopher P. Foley

Date 05/29/2015



IN THE UNITED STATES PA TENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD  

SOLAR TURBINES INCORPORATED,1 

Opposer, 

v. 

AKTIEBOLAGET SKF, 

Applicant. 

Opposition No. ___________ 

Application No.:  79138749 
Mark:  SKF INSIGHT 
Filing Date:  October 3, 2013 

 
NOTICE OF OPPOSITION 

Solar Turbines Incorporated (“Opposer”), a Delaware corporation having its principal 

place of business at 2200 Pacific Highway, San Diego, California  85376-5376, and a wholly-

owned subsidiary of Caterpillar Inc., believes that it is being and will be further damaged by 

registration of the mark SKF INSIGHT for: 

 Bearings as part of machines; machine parts, namely, bearing housings in 
International Class 7; 
 

 Instruments and equipment for detecting, sensoring, measuring, 
monitoring and controlling of bearings and housings or any industrial 
rotating machinery as well as computer operating software for the 
aforesaid goods in International Class 9; and  

 
 Technological consulting and advisory services for detecting, sensoring, 

measuring, monitoring and controlling of bearings and housings or any 
industrial rotating machinery as well as prediction of maintenance and life 
prognoses for bearings and housings in International Class 42 

 
                                                 
1 Solar Turbines Incorporated is a wholly-owned subsidiary of Caterpillar, Inc., the party that 
filed the requests for extension of time to oppose Application No. 79138749 on December 17, 
2014 and March 26, 2015.  Given this relationship, the two entities are in privity with one 
another and Solar Turbines may bring this opposition.  See F. Jacobson & Sons, Inc. v. Excelled 
Sheepskin & Leather Coat Co., 140 USPQ 281 (TTAB 1963). 
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by Aktiebolaget SKF (“Applicant” or “SKF”), as shown in U.S. Trademark Application No. 

79138749, and hereby opposes the same. 

As grounds for opposition, Opposer alleges that, upon actual knowledge with respect to 

itself and its own acts, and upon information and belief as to Applicant and Applicant’s mark: 

Opposer’s INSIGHT SYSTEM and INSIGHT CONNECT Marks 

1. Opposer is a Delaware corporation with its principal place of business at 2200 

Pacific Highway, San Diego, California  85376-5376. 

2. Opposer is one of the world’s leading manufacturers of industrial gas turbines 

with more than 13,400 turbines delivered to customers in at least 96 countries.  It is extensively 

involved in manufacturing and selling gas turbine packages for the oil and gas and power 

generation industries.  More than ten years ago, Opposer introduced a comprehensive equipment 

health management software package and servicing solution that is identified by the INSIGHT 

SYSTEM name and trademark.  It was designed to optimize the performance of its power 

generating and energy producing rotating machinery in the field.  The INSIGHT SYSTEM 

products and services enable remote monitoring, diagnostic testing, alert generation, and 

troubleshooting turbomachinery and related parts, including its gas turbine engines, compressors, 

generators, pumps and other rotating machinery.  The INSIGHT SYSTEM includes vibration 

monitoring, as well as a combustion monitoring capability. 

3. Opposer’s INSIGHT SYSTEM products and services enable Opposer’s support 

personnel and its customers to obtain, view and analyze data remotely for operating machinery in 

the field.  Using the INSIGHT SYSTEM products and services, technicians can determine from a 

remote location if equipment is approaching control limits or if the equipment is operating 

abnormally.  This diagnostic package and servicing system also generates a wide range of reports 
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automatically to assist in making maintenance, repair or overhaul decisions.  These reports 

include real-time information and analysis of various operational considerations, such as 

combustion, vibration, fuel system, lube oil, and overall operating performance.  The reports, 

which may include real-time graphical imaging, are automatically processed and posted over the 

Internet, so that the customer is able to collaborate with designated support personnel to prevent 

equipment damage and downtime. 

4. Opposer’s INSIGHT SYSTEM products and services can be adapted to 

accommodate new equipment and monitoring devices added to a plant or offshore platform, thus 

integrating the additional data to existing monitoring functions.  Further, the INSIGHT SYSTEM 

enables system operators to monitor a single system at one location or to monitor numerous 

operating parameters across a networked management system for several locations. 

5. The effectiveness of the INSIGHT SYSTEM program is the result of a 

connectivity solution, known as INSIGHT CONNECT, which standardizes data acquisition and 

transmission.  The INSIGHT SYSTEM program and INSIGHT CONNECT access solution are 

known to Solar’s customers worldwide as Solar’s program for managing the operation of its 

machinery, optimizing equipment health and reliability, and ensuring operator safety. 

6. Opposer owns a valid and subsisting federal trademark registration (Registration 

No. 3221624) for the INSIGHT SYSTEM mark for goods and services in International 

Classes 9, 16, 37 and 42 as set forth below: 

International Class 9 
Unit and fleet machinery maintenance management system comprised of computer 
hardware and software for remote monitoring, diagnostics, generating alerts and 
troubleshooting of gas turbine driven pumps, compressors and generator packages. 

International Class 16 
Operations and maintenance manuals related to gas turbine drive[n] pumps, compressors 
and generator packages. 

International Class 37 
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Providing information in the nature of predictive maintenance recommendations for gas 
turbine drive[n] pumps, compressors and generators packages; maintenance and 
troubleshooting in the nature of repair of gas turbine driven pumps, compressors and 
generator packages and associated ancillary equipment. 

International Class 42 
Providing temporary use of online non-downloadable collaborative software for creating 
a virtual technical workspace for remote monitoring, diagnostics, generating alerts and 
troubleshooting of unit or fleet gas turbine driven pumps, compressors and generator 
packages; remote monitoring services in nature of real-time analysis and notification of 
the condition, operating parameters, of specification of gas turbine drive[n] pumps, 
compressors and generator packages; providing remote monitoring, diagnostics, and 
alerts regarding gas turbine driven pumps, compressors and generator packages and 
associated ancillary equipment. 

Opposer’s INSIGHT SYSTEM mark was registered on March 27, 2007.  The registration is for 

the word mark and, therefore, it is not limited to any stylization, font or design.  The date of first 

use for each good and service set forth in the registration is March 15, 2005.  Copies of the 

TSDR and Assignment records for Registration No. 3221624 are included in Exhibit A. 

7. Opposer’s Registration No. 3221624 for INSIGHT SYSTEM is based on U.S. 

Trademark Application Serial No. 78/714,439, which was filed on September 16, 2005, long 

before the October 3, 2013 filing date of Application No. 79138749, which is based on Section 

66(a) of the Madrid Protocol.   

8. Further, a combined Section 8 and Section 15 affidavit has been accepted for 

Opposer’s Registration No. 3221624, making the registration incontestable.  As such, Opposer’s 

Registration No. 3221624 is conclusive evidence of the validity of the INSIGHT SYSTEM 

mark, and of Opposer’s ownership of and exclusive right to use the INSIGHT SYSTEM mark in 

commerce.  It also provides constructive notice of ownership of the mark by Opposer.   

9. Opposer also owns a valid and subsisting federal trademark registration 

(Registration No. 4145542) for the INSIGHT CONNECT mark for services in International 

Classes 37 and 42 as set forth below: 
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International Class 37 
Maintenance of gas turbines, gas compressors, internal combustion engines, power 
generation equipment, power packages, and associated ancillary equipment. 

 
International Class 42 
Providing remote monitoring, diagnostics, alerts, remote management of information 
technology systems of others, and data collection, regarding the operation and condition 
of gas turbines, gas compressors, internal combustion engines, power generation 
equipment, power packages, and associated ancillary equipment; computer services, 
namely, remote management of information technology computer hardware, software, 
and system access relating to the operation of gas turbines, gas compressors, internal 
combustion engines, power generation equipment, power packages, and associated 
ancillary equipment. 

Opposer’s INSIGHT CONNECT mark was registered on May 22, 2012.  The registration is for 

the word mark and, therefore, it is not limited to any stylization, font or design.  The date of first 

use for each service set forth in the registration is March 2009.  Copies of the TSDR and 

Assignment records for Registration No. 4145542 are included in Exhibit B. 

10. Opposer’s Registration No. 4145542 for INSIGHT CONNECT is based on U.S. 

Trademark Application Serial No. 85/354,205, which was filed on June 23, 2011. 

11. Opposer has continuously and extensively used the INSIGHT CONNECT mark in 

commerce in connection with the sale and advertising of the goods and services set forth in 

Registration No. 4145542 and identified in Paragraph 9 above since at least as early as March 

2009.  Further, as previously noted, the filing date for Opposer’s INSIGHT CONNECT 

application (June 23, 2011), which matured into Registration No. 4145542 on May 22, 2012, is 

prior to Applicant’s filing date of October 3, 2013, which is Applicant’s constructive date of first 

use.  In view of the foregoing, Opposer has priority based on its prior use and its earlier filing 

date, which precede the filing date of Applicant’s SKF INSIGHT application and any date of 

first use that may be alleged by Applicant. 
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12. The goods and services identified in Paragraphs 2-11 are collectively referred to 

as Opposer’s Goods and Services. 

13. Opposer has enjoyed substantial sales and has spent vast sums in advertising and 

promoting Opposer’s Goods and Services in connection with its INSIGHT SYSTEM and 

INSIGHT CONNECT names and marks throughout the United States. 

14. Opposer’s parent corporation, Caterpillar Inc., is one of the world’s largest 

manufacturers of engines.  Indeed, Caterpillar engines have been drilling the majority of the 

world’s oil and gas wells for years. 

15. Opposer’s INSIGHT SYSTEM  and INSIGHT CONNECT marks have achieved 

such widespread public recognition as to become commercially strong in connection with a wide 

range of industrial equipment and related products and services. 

Applicant’s SKF INSIGHT Application  

16. Applicant Aktiebolaget SKF is a Swedish corporation with an office at SE-415 50 

Göteborg, Sweden. 

17. Applicant is the listed owner of Application No. 79138749 for the mark SKF 

INSIGHT for: 

 Bearings as part of machines; machine parts, namely, bearing housings in 
International Class 7; 
 

 Instruments and equipment for detecting, sensoring, measuring, 
monitoring and controlling of bearings and housings or any industrial 
rotating machinery as well as computer operating software for the 
aforesaid goods in International Class 9; and  

 
 Technological consulting and advisory services for detecting, sensoring, 

measuring, monitoring and controlling of bearings and housings or any 
industrial rotating machinery as well as prediction of maintenance and life 
prognoses for bearings and housings in International Class 42. 
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18. Applicant’s mark consists of standard characters without any claim to any 

particular font, style size or color. 

Likelihood of Confusion, 15 U.S.C. § 1052(d) 

19. Opposer repeats and re-alleges each and every allegation set forth in Paragraphs 1 

through 18. 

20. Since prior to the filing date of Application No. 79138749, and any date of first 

use that may be alleged by the Applicant, Opposer has used the INSIGHT SYSTEM name and 

mark in commerce in the United States in connection with the advertising, promotion, and sale of 

Opposer’s Products and Services. 

21. Opposer’s pleaded INSIGHT SYSTEM registration issued long before the filing 

date of Application No. 79138749 or any date of first use that may be alleged by Applicant.  

Opposer’s pleaded INSIGHT CONNECT registration is based on an application that was filed 

prior to Applicant’s October 3, 2013 filing date or any date of first use that may be alleged by 

Applicant.  Accordingly, Opposer’s rights in its INSIGHT SYSTEM and INSIGHT CONNECT 

marks predate any rights that Applicant owns in its SKF INSIGHT mark. 

22. The goods identified in Application No. 79138749 for the SKF INSIGHT mark 

are closely related, if not identical, to Opposer’s Products and Services. 

23. Applicant’s SKF INSIGHT mark so resembles Opposer’s previously used and 

registered INSIGHT SYSTEM and INSIGHT CONNECT marks as to be likely, when applied to 

the identified goods and services, to cause confusion, or to cause mistake, or to deceive under 

Section 2(d) of the Lanham Act, as amended, 15 U.S.C. § 1052(d). 

WHEREFORE, for the foregoing reasons, Opposer is being and will be damaged by 

registration of Application No. 79138749 for the mark SKF INSIGHT for the identified goods.  
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Opposer respectfully requests that registration of the mark SKF INSIGHT as shown in 

Application No. 79138749 be refused and that this Opposition be sustained in favor of Opposer. 

A filing fee of $300 has been submitted electronically.  If the filing fee is found to be 

insufficient for any reason, please charge the deficiency to Deposit Account No. 06-0916. 

Respectfully Submitted, 

CATERPILLAR INC. 

Dated:  May 29, 2015  By: /Christopher P. Foley/  
Christopher P. Foley 
Naresh Kilaru 
FINNEGAN, HENDERSON, FARABOW, 
   GARRETT & DUNNER, L.L.P. 
901 New York Avenue, NW 
Washington, D.C.  20001-4413 
Telephone:   (202) 408-4000 
Facsimile:     (202) 408-4400 
 
Attorneys for Opposer



 

 

CERTIFICATE OF SERVICE 

I certify that a true and accurate copy of the foregoing NOTICE OF OPPOSITION was 

served by first class mail, postage prepaid, on this 29th day of May, 2015, on Applicant’s counsel 

of record as well as other known counsel for Applicant at the following addresses: 

Jennifer Fraser 
NOVAK DRUCE CONNOLLY  
     BOVE & QUIGG LLP 
1875 Eye Street, N.W., 11th Floor 
Washington, DC 20006 
 
 
 

/Jenny Macioge-Reilly/   
Jenny Macioge Reilly 
Case Manager 



 

 

Solar Turbines Incorporated v. Aktiebolaget SKF 
U.S. Trademark Application No. 79138749 

Mark:  SKF INSIGHT 
Filing Date:  October 3, 2013 
NOTICE OF OPPOSITION 

 

 
 
 
 
 
 
 
 
 
 

EXHIBIT A



 

Mark Information

Mark Literal Elements: INSIGHT SYSTEM

Standard Character Claim: Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing Type: 4 - STANDARD CHARACTER MARK

Disclaimer: "SYSTEM"

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Unit and fleet machinery maintenance management system comprised of computer hardware and software for remote monitoring,
diagnostics, generating alerts and troubleshooting of gas turbine driver pumps, compressors and generator packages

International Class(es): 009 - Primary Class U.S Class(es): 021, 023, 026, 036, 038

Class Status: ACTIVE

Basis: 1(a)

First Use: Mar. 15, 2005 Use in Commerce: Mar. 15, 2005

For: Operations and maintenance manuals related to gas turbine driver pumps, compressors and generator packages

International Class(es): 016 - Primary Class U.S Class(es): 002, 005, 022, 023, 029, 037, 038, 050

Class Status: ACTIVE

Basis: 1(a)

First Use: Mar. 15, 2005 Use in Commerce: Mar. 15, 2005

For: Providing information in the nature of predictive maintenance recommendations for gas turbine driver pumps, compressors and
generator packages; maintenance and troubleshooting in the nature of repair of gas turbine driven pumps, compressors and generator
packages and associated ancillary equipment

International Class(es): 037 - Primary Class U.S Class(es): 100, 103, 106

Class Status: ACTIVE

Basis: 1(a)

First Use: Mar. 15, 2005 Use in Commerce: Mar. 15, 2005

For: Providing temporary use of online non-downloadable collaborative software for creating a virtual technical workspace for remote
monitoring, diagnostics, generating alerts and troubleshooting of unit or fleet gas turbine driver pumps, compressors and generator
packages; Remote monitoring services in the nature of real-time analysis and notification of the condition, operating parameters, of
specifications of gas turbine driver pumps, compressors and generator packages; providing remote monitoring, diagnostics, and alerts
regarding gas turbine driven pumps, compressors and generator packages and associated ancillary equipment

International Class(es): 042 - Primary Class U.S Class(es): 100, 101

Class Status: ACTIVE

Basis: 1(a)

First Use: Mar. 15, 2005 Use in Commerce: Mar. 15, 2005

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Generated on: This page was generated by TSDR on 2015-05-29 12:22:13 EDT

Mark: INSIGHT SYSTEM

US Serial Number: 78714439 Application Filing Date: Sep. 16, 2005

US Registration Number: 3221624 Registration Date: Mar. 27, 2007

Register: Principal

Mark Type: Trademark, Service Mark

Status: A Sections 8 and 15 combined declaration has been accepted and acknowledged.

Status Date: Aug. 11, 2012

Publication Date: Jan. 09, 2007



Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Solar Turbines Incorporated

Owner Address: 2200 Pacific Highway
San Diego, CALIFORNIA 92138
UNITED STATES

Legal Entity Type: CORPORATION State or Country Where
Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Jonathan M. Gelchinsky Docket Number: 8407.0443

Attorney Primary Email
Address:

docketing@finnegan.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Jonathan M. Gelchinsky
Finnegan, Henderson, Farabow, Garrett & Dunner, L.
901 NEW YORK AVENUE NW
WASHINGTON, DISTRICT OF COLUMBIA 20001-4413
UNITED STATES

Phone: 202-408-4000 Fax: 202-408-4400

Correspondent e-mail: docketing@finnegan.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

Aug. 11, 2012 NOTICE OF ACCEPTANCE OF SEC. 8 & 15 - E-MAILED

Aug. 11, 2012 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 70131

Aug. 11, 2012 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 70131

Jul. 24, 2012 TEAS SECTION 8 & 15 RECEIVED

Sep. 17, 2009 ATTORNEY REVOKED AND/OR APPOINTED

Sep. 17, 2009 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Mar. 27, 2007 REGISTERED-PRINCIPAL REGISTER

Jan. 09, 2007 PUBLISHED FOR OPPOSITION

Dec. 20, 2006 NOTICE OF PUBLICATION

Nov. 14, 2006 LAW OFFICE PUBLICATION REVIEW COMPLETED 77075

Nov. 14, 2006 ASSIGNED TO LIE 77075

Nov. 03, 2006 APPROVED FOR PUB - PRINCIPAL REGISTER

Nov. 03, 2006 EXAMINER'S AMENDMENT ENTERED 88888

Nov. 03, 2006 EXAMINERS AMENDMENT E-MAILED 6328

Nov. 03, 2006 EXAMINERS AMENDMENT -WRITTEN 75568

Oct. 06, 2006 TEAS/EMAIL CORRESPONDENCE ENTERED 78413

Sep. 13, 2006 CORRESPONDENCE RECEIVED IN LAW OFFICE 78413

Sep. 13, 2006 TEAS RESPONSE TO OFFICE ACTION RECEIVED

May 17, 2006 ATTORNEY REVOKED AND/OR APPOINTED

May 17, 2006 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Mar. 29, 2006 NON-FINAL ACTION E-MAILED 6325

Mar. 29, 2006 NON-FINAL ACTION WRITTEN 75568



Mar. 25, 2006 ASSIGNED TO EXAMINER 75568

Sep. 23, 2005 NEW APPLICATION ENTERED IN TRAM

Maintenance Filings or Post Registration Information

Affidavit of Continued
Use:

Section 8 - Accepted

Affidavit of
Incontestability:

Section 15 - Accepted

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: TMO LAW OFFICE 117 Date in Location: Aug. 11, 2012

Proceedings

Summary

Number of Proceedings: 2

Type of Proceeding: Opposition
Proceeding Number: 91206261 Filing Date: Jul 26, 2012

Status: Terminated Status Date: Jul 21, 2014

Interlocutory Attorney: CHRISTEN M ENGLISH

Defendant

Name: SPOC Automation, Inc.

Correspondent Address: WM RANDALL MAY
ALLISON MAY & KIMBROUGH LLC
1300 CORPORATE DR STE 200
BIRMINGHAM AL , 35242-2922
UNITED STATES

Correspondent e-mail: randymay@allisonmay.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

WELL-INSIGHT Abandoned - After Inter-Partes Decision 85539199
Plaintiff(s)

Name: Solar Turbines Incorporated

Correspondent Address: CHRISTOPHER P FOLEY
FINNEGAN HENDERSON FARABOW GARRETT & DUNNER LLP
901 NEW YORK AVENUE NW
WASHINGTON DC , 20001
UNITED STATES

Correspondent e-mail: christopher.foley@finnegan.com , boston-ttab-notifications@finnegan.com , naresh.kilaru@finnegan.com , docketing@finnegan.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

INSIGHT SYSTEM
Section 8 and 15 - Accepted and
Acknowledged

78714439 3221624

INSIGHT CONNECT Registered 85354205 4145542
Prosecution History

Entry
Number History Text Date Due Date

1 FILED AND FEE Jul 26, 2012

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jul 30, 2012 Sep 08, 2012

3 PENDING, INSTITUTED Jul 30, 2012

4 D MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Sep 06, 2012

5 EXTENSION OF TIME GRANTED Sep 06, 2012

6 D MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Nov 06, 2012

7 SUSPENDED Nov 06, 2012

8 D MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Jan 04, 2013

 



9 SUSPENDED Jan 04, 2013

10 ANSWER Mar 06, 2013

11 STIP FOR EXT Sep 11, 2013

12 EXTENSION OF TIME GRANTED Sep 11, 2013

13 P MOT FOR EXT W/ CONSENT Oct 03, 2013

14 EXTENSION OF TIME GRANTED Oct 19, 2013

15 STIP TO SUSP PEND SETTL NEGOTIATIONS Mar 05, 2014

16 SUSPENDED Mar 05, 2014

17 W/DRAW OF APPLICATION W/O CONSENT May 13, 2014

18 RESPONSE DUE 30 DAYS (DUE DATE) May 19, 2014 Jun 18, 2014

19 BD DECISION: SUSTAINED Jul 21, 2014

20 TERMINATED Jul 21, 2014
Type of Proceeding: Cancellation

Proceeding Number: 92053088 Filing Date: Oct 01, 2010

Status: Terminated Status Date: Apr 28, 2011

Interlocutory Attorney: YONG OH (RICHARD) KIM

Defendant

Name: Vibro-Meter S.A.; Fabrique d'appareils de mesure et; d'enregistrement électroniques

Correspondent Address: CHARLES A KERTELL
DICKSTEIN SHAPIRO LLP
2030 MAIN STREET, SUITE 1300
IRVINE CA , 92614
UNITED STATES

Correspondent e-mail: kertellc@dicksteinshapiro.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

INSIGHT
IR CANCELLED - NO TRANSFORMATION
FILED

79041439 3492854

Plaintiff(s)

Name: Solar Turbines Incorporated

Correspondent Address: CHRISTOPHER P FOLEY
FINNEGAN HENDERSON FARABOW ET AL
901 NEW YORK AVENUE NW
WASHINGTON DC , 20001-4413
UNITED STATES

Correspondent e-mail: christopher.foley@finnegan.com , docketing@finnegan.com , anna.bonny@finnegan.com , susannah.kolstad@finnegan.com , larry.wh
ite@finnegan.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

INSIGHT SYSTEM
Section 8 and 15 - Accepted and
Acknowledged

78714439 3221624

Prosecution History

Entry
Number History Text Date Due Date

1 FILED AND FEE Oct 01, 2010

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Oct 04, 2010 Nov 13, 2010

3 PENDING, INSTITUTED Oct 04, 2010

4 CHANGE OF CORRESPONDENCE ADDRESS Nov 15, 2010

5 ANSWER Nov 15, 2010

6 P'S MOT TO SUSP PEND SETLMT NEGOTIATIONS Dec 09, 2010

7 SUSPENDED Dec 16, 2010

8 P'S MOT TO SUSP PEND SETLMT NEGOTIATIONS Jan 07, 2011

9 SUSPENDED Jan 11, 2011

10 VOLUNTARY SURRENDER OF REGISTRATION Mar 31, 2011
BOARD'S DECISION: GRANTED



11 BOARD'S DECISION: GRANTED Apr 05, 2011

12 COMMR'S ORDER CANCELLING REGISTRATION Apr 27, 2011

13 TERMINATED Apr 28, 2011
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EXHIBIT B 



 

Mark Information

Mark Literal Elements: INSIGHT CONNECT

Standard Character Claim: Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing Type: 4 - STANDARD CHARACTER MARK

Disclaimer: "CONNECT"

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Maintenance of gas turbines, gas compressors, internal combustion engines, power generation equipment, power packages, and
associated ancillary equipment

International Class(es): 037 - Primary Class U.S Class(es): 100, 103, 106

Class Status: ACTIVE

Basis: 1(a)

First Use: Mar. 2009 Use in Commerce: Mar. 2009

For: Providing remote monitoring, diagnostics, alerts, remote management of information technology systems of others, and data collection,
regarding the operation and condition of gas turbines, gas compressors, internal combustion engines, power generation equipment,
power packages, and associated ancillary equipment; computer services, namely, remote management of information technology
computer hardware, software, and system access relating to the operation and condition of gas turbines, gas compressors, internal
combustion engines, power generation equipment, power packages, and associated ancillary equipment

International Class(es): 042 - Primary Class U.S Class(es): 100, 101

Class Status: ACTIVE

Basis: 1(a)

First Use: Mar. 2009 Use in Commerce: Mar. 2009

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Solar Turbines Incorporated

Owner Address: 2200 Pacific Highway
San Diego, CALIFORNIA 92101
UNITED STATES

Legal Entity Type: CORPORATION State or Country Where DELAWARE

Generated on: This page was generated by TSDR on 2015-05-29 12:19:47 EDT

Mark: INSIGHT CONNECT

US Serial Number: 85354205 Application Filing Date: Jun. 23, 2011

US Registration Number: 4145542 Registration Date: May 22, 2012

Register: Principal

Mark Type: Service Mark

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: May 22, 2012

Publication Date: Mar. 06, 2012



Organized:

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Jonathan M. Gelchinsky Docket Number: 8407.1011

Attorney Primary Email
Address:

docketing@finnegan.com Attorney Email
Authorized:

No

Correspondent

Correspondent
Name/Address:

JONATHAN M. GELCHINSKY
FINNEGAN, HENDERSON, FARABOW, GARRETT & DUNNER, LL
901 NEW YORK AVE NW
WASHINGTON, DISTRICT OF COLUMBIA 20001-4432
UNITED STATES

Phone: 202-408-4000 Fax: 202-408-4400

Correspondent e-mail: docketing@finnegan.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

May 22, 2012 REGISTERED-PRINCIPAL REGISTER

Mar. 06, 2012 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Mar. 06, 2012 PUBLISHED FOR OPPOSITION

Feb. 15, 2012 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

Jan. 31, 2012 LAW OFFICE PUBLICATION REVIEW COMPLETED 67287

Jan. 30, 2012 ASSIGNED TO LIE 67287

Jan. 12, 2012 APPROVED FOR PUB - PRINCIPAL REGISTER

Jan. 12, 2012 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Jan. 12, 2012 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Jan. 12, 2012 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Oct. 12, 2011 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Oct. 12, 2011 NON-FINAL ACTION E-MAILED 6325

Oct. 12, 2011 NON-FINAL ACTION WRITTEN 69965

Oct. 05, 2011 ASSIGNED TO EXAMINER 69965

Jun. 29, 2011 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Jun. 27, 2011 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: May 22, 2012

Proceedings

Summary

Number of Proceedings: 1

Type of Proceeding: Opposition
Proceeding Number: 91206261 Filing Date: Jul 26, 2012

Status: Terminated Status Date: Jul 21, 2014

Interlocutory Attorney: CHRISTEN M ENGLISH

Defendant

Name: SPOC Automation, Inc.

Correspondent Address: WM RANDALL MAY
ALLISON MAY & KIMBROUGH LLC
1300 CORPORATE DR STE 200
BIRMINGHAM AL , 35242-2922
UNITED STATES

 



Correspondent e-mail: randymay@allisonmay.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

WELL-INSIGHT Abandoned - After Inter-Partes Decision 85539199
Plaintiff(s)

Name: Solar Turbines Incorporated

Correspondent Address: CHRISTOPHER P FOLEY
FINNEGAN HENDERSON FARABOW GARRETT & DUNNER LLP
901 NEW YORK AVENUE NW
WASHINGTON DC , 20001
UNITED STATES

Correspondent e-mail: christopher.foley@finnegan.com , boston-ttab-notifications@finnegan.com , naresh.kilaru@finnegan.com , docketing@finnegan.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

INSIGHT SYSTEM
Section 8 and 15 - Accepted and
Acknowledged

78714439 3221624

INSIGHT CONNECT Registered 85354205 4145542
Prosecution History

Entry
Number History Text Date Due Date

1 FILED AND FEE Jul 26, 2012

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jul 30, 2012 Sep 08, 2012

3 PENDING, INSTITUTED Jul 30, 2012

4 D MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Sep 06, 2012

5 EXTENSION OF TIME GRANTED Sep 06, 2012

6 D MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Nov 06, 2012

7 SUSPENDED Nov 06, 2012

8 D MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Jan 04, 2013

9 SUSPENDED Jan 04, 2013

10 ANSWER Mar 06, 2013

11 STIP FOR EXT Sep 11, 2013

12 EXTENSION OF TIME GRANTED Sep 11, 2013

13 P MOT FOR EXT W/ CONSENT Oct 03, 2013

14 EXTENSION OF TIME GRANTED Oct 19, 2013

15 STIP TO SUSP PEND SETTL NEGOTIATIONS Mar 05, 2014

16 SUSPENDED Mar 05, 2014

17 W/DRAW OF APPLICATION W/O CONSENT May 13, 2014

18 RESPONSE DUE 30 DAYS (DUE DATE) May 19, 2014 Jun 18, 2014

19 BD DECISION: SUSTAINED Jul 21, 2014

20 TERMINATED Jul 21, 2014
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